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The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

i 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)KI This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 1-41 is/are pending in the application. 

4a) Of the above claim(s) 36-40 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 



6) 123 Claim(s) 1-35 and 41 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)Q Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 
2.Q Certified copies of the priority documents have been received in Application No. 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Election/Restrictions 

1. Restriction to one of the following inventions is required under 35 U.S.C 121 : 

I. Claims 1-35 and 41, drawn to an article, classified in class 428, subclass 411.1. 

II. Claims 36-40, drawn to a method, classified in class 427, subclass 58. 
The inventions are distinct, each from the other because of the following reasons: 

2. Inventions I and II are related as product and process of use. The inventions can be 
shown to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product (MPEP 

§ 806.05(h)). In the instant case the product as claimed can be used in materially different 
process such as a process by which an electrode pattern is printed on the support using a dry 
powder coating composition or a process by which a pattern other than that of an electrode is 
printed on the support. 

3. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 

4. During a telephone conversation with Paul A. Leipold on 21 July 2004 a provisional 
election was made with traverse to prosecute the invention of Group I, claims 1-35 and 41. 
Affirmation of this election must be made by applicant in replying to this Office action. Claims 
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36-40 are withdrawn from further consideration by the examiner, 37 CFR 1.142(b), as being 
drawn to a non-elected invention. 

5. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 

1 .48(b) and by the fee required under 37 CFR 1 . 17(i). 

Specification 

6. The Applicant is required to update the cross reference information in the first paragraph 
of the specification. 

Claim Rejections - 35 USC § 112 

7. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

8. Claims 9 and 20 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

9. Claim 9 recites the limitation "said neutral-charge conductivity enhancer" in line 1. 
There is insufficient antecedent basis for this limitation in the claim. 

1 0. A broad range or limitation together with a narrow range or limitation that falls within the 
broad range or limitation (in the same claim) is considered indefinite, since the resulting claim 
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does not clearly set forth the metes and bounds of the patent protection desired. Note the 
explanation given by the Board of Patent Appeals and Interferences in Ex parte Wu, 10 
USPQ2d 2031, 2033 (Bd. Pat. App. & Inter. 1989), as to where broad language is followed by 
"such as" and then narrow language. The Board stated that this can render a claim indefinite by 
raising a question or doubt as to whether the feature introduced by such language is (a) merely 
exemplary of the remainder of the claim, and therefore not required, or (b) a required feature of 
the claims. Note also, for example, the decisions of Ex parte Steigewald, 1 3 1 USPQ 74 (Bd. 
App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte Hasche, 86 USPQ 481 
(Bd. App. 1949). In the present instance, claim 20 recites the broad recitation that R 1 and R 2 
represent a C1-C4 alkyl group, and the claim also recites that R 1 and R 2 are preferably ethylene 
groups which is the narrower statement of the range/limitation. 

Claim Rejections - 35 USC § 102 

11. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

12. Claims 1-20, 22-30, 32-35, and 41 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Savage et al. (U.S. Patent 5,665,498). 

Savage et al. teach an imaging element comprising a support and an electrically- 
conductive layer (column 1, lines 7-1 1). The support may be a polymeric film of polystyrene, 
polyesters, polycarbonate, glass, or paper (column 5, lines 28-33). The electrically conductive 
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layer contains a binder such as gelatin, maleic acid anhydride copolymers, carboxymethyl 
cellulose, polyvinyl acetate, or polyurethane (column 8, line 66-column 9, line 17). The 
electrically conductive polymer comprises a mixture of polystyrene sulfonic acid and poly(3,4- 
ethylene dioxypyrrole) (column 9, lines 20-33). Poly(3,4-ethylene dioxypyrrole) is the polymer 
of formula I in instant claim 20 in which R 1 and R 2 are ethylene groups. The electrically 
conductive layer may be applied by x-hopper coating (column 9, lines 59-62). In the 
embodiments of the Examples, the binder comprises 70 wt% of the layer and the coating weight 
of the conductive polymer is 330 mg/m 2 (1 100 total mg/m 2 x 30% conductive polymer). 

Regarding the limitation of claims 1 (and 2 and 3) that the conductive polymer is such 
that when a printing solution containing a conductivity enhancing agent contacts the layer the 
resistivity of the contacted areas decreases by at least a factor of 10 (and 1000 and 100), this is 
taken to be a function of the material used as the electroconductive polymer. Since the polymer 
used by Savage et al. appears to be the same as that used in the instant invention, it should also 
have the property that when a printing solution containing a conductivity enhancing agent 
contacts the layer the resistivity of the contacted areas decreases by at least a factor of 10 (and 
1000 and 100). 

Regarding the limitations of claims 4-17, these claims are drawn to further limitations of 
the conductivity enhancing agent. However, it is noted that the element to which the claims are 
drawn does not comprise a conductivity enhancing agent. It exhibits a response when it is 
contacted with a conductivity enhancing agent, it is not contacted with a conductivity enhancing 
agent. 
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13. Claims 1-23, 25-30, 32-35, and 41 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Jonas et al. (U.S. Patent 5,300,575). 

Jonas et al. teach a composition comprising a polythiophene and a polyanion (column 2, 
lines 12-31). The polyanion may be a polymeric carboxylic acid or a polysulfonic acid such as 
polystyrene sulfonic acid (column 2, lines 45-52). The composition is applied as a coating by 
known methods such as knife coating (column 3, lines 39-47). The composition may further 
comprise a binder, such as polyvinyl alcohol or polyvinyl acetate (column 4, lines 38-42). 
Substrates to which the coating may be applied include polycarbonate, polyethylene, 
polypropylene, polyester, cellulose acetate, and glass (column 5, lines 14-23). The coating is 
applied at a weight from 1 to 300 mg/m 2 (column 5, lines 35-37). 

Regarding the limitation of claims 1 (and 2 and 3) that the conductive polymer is such 
that when a printing solution containing a conductivity enhancing agent contacts the layer the 
resistivity of the contacted areas decreases by at least a factor of 10 (and 1000 and 100), this is 
taken to be a function of the material used as the electroconductive polymer. Since the polymer 
used by Jonas et al. appears to be the same as that used in the instant invention, it should also 
have the property that when a printing solution containing a conductivity enhancing agent 
contacts the layer the resistivity of the contacted areas decreases by at least a factor of 10 (and 
1000 and 100). 

Regarding the limitations of claims 4-17, these claims are drawn to further limitations of 
the conductivity enhancing agent. However, it is noted that the element to which the claims are 
drawn does not comprise a conductivity enhancing agent. It exhibits a response when it is 
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contacted with a conductivity enhancing agent, it is not contacted with a conductivity enhancing 
agent. 

Regarding claims 26, 27, and 30, these claims further limit the composition of the binder 
of claim 20. However, the binder is claim 20 is an optional component. Therefore, the 
limitations of claims 26, 27, and 30 are met because the limitations of these claims are drawn to 
an optional component. 

14. Claims 1-20, 22, 23, 25-35, and 41 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Cloots et al. (EP 1,054,414). 

Cloots et al. teach an electrode pattern printed on a conductive polymer wherein the 
conductive polymer has been applied to a substrate at a coating weight of 10-5000 mg/m 2 
(paragraph 0009). The printing can proceed by offset printing, screen printing, or ink jet printing 
(paragraph 0012). In one embodiment, the conductive polymer is a mixture of polyethylene-di- 
oxythiophene and polystyrene sulphonic acid (paragraph 0017). In the Examples, polyethylene 
terephthalate, a transparent polyester, is used as the substrate (paragraph 0020). 

Regarding the limitation of claims 1 (and 2 and 3) that the conductive polymer is such 
that when a printing solution containing a conductivity enhancing agent contacts the layer the 
resistivity of the contacted areas decreases by at least a factor of 10 (and 1000 and 100), this is 
taken to be a function of the material used as the electroconductive polymer. Since the polymer 
used by Cloots et al. appears to be the same as that used in the instant invention, it should also 
have the property that when a printing solution containing a conductivity enhancing agent 
contacts the layer the resistivity of the contacted areas decreases by at least a factor of 10 (and 
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1000 and 100). Moreover, although the printing process described by Cloots et al. results in a 
decrease in the conductivity of the polymer, one would still expect the conductivity of the 
polymer to increase when it contacts a solution containing a conductivity enhancing agent since 
it is the same material as used in the instant invention. 

Regarding the limitations of claims 4-17, these claims are drawn to further limitations of 
the conductivity enhancing agent. However, it is noted that the element to which the claims are 
drawn does not comprise a conductivity enhancing agent. It exhibits a response when it is 
contacted with a conductivity enhancing agent, it is not contacted with a conductivity enhancing 
agent. 

Regarding claims 25-30, these claims further limit the composition of the binder of claim 
20. However, the binder is claim 20 is an optional component. Therefore, the limitations of 
claims 25-30 are met because the limitations of these claims are drawn to an optional component. 



Double Patenting 

15. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 
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16. Claims 1-30 and 32 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1, 4, 21-23, and 25-30 of 
copending Application No. 10/648,418. Although the conflicting claims are not identical, they 
are not patentably distinct from each other because the inventions of instant claims 1-30 and 32 
represent a genus of which the inventions described by claims 21-23 and 25-30 of copending 
Application No. 10/648,418 are species. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 
(Fed. Cir. 1993). Instant claims 1-30 and 32 require only that when a printing solution 
containing a conductivity enhancing agent contacts the layer the resistivity of the contacted areas 
decreases by at least a factor of 10. The electrographic developer composition and marking 
particles of claims 1 and 4, respectively in Application No. 10/648,418 represent species of the 
broad genus that is all conductivity enhancing agents. 

Claims 4-17 are included in the rejection because these claims further limit an agent that 
is not actively present as part of the claimed article. 

Claims 25-30 are included in the rejection because the limitations of these claims are 
drawn to an optional component. 

Claim 32 is included because it only adds a product-by-process type limitation and when 
the prior art discloses a product which reasonably appears to be either identical with or only 
slightly different than a product claim in a product-by-process claim, the burden is on the 
applicant to present evidence from which the examiner could reasonably conclude that the 
claimed product differs in kind from those of the prior art. See MPEP §2113. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 
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Conclusion 



1 7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ramsey Zacharia whose telephone number is (571) 272-1518. 
The examiner can normally be reached on Monday through Friday from 9 to 5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Paul Thibodeau, can be reached on (571) 272-1516. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




